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§401.15

executed, is equally as likely to bring the in-
vention to practical application as any plans
or proposals from applicants that are not
small business firms; provided, that the con-
tractor is also satisfied that the small busi-
ness firm has the capability and resources to
carry out its plan or proposal. The decision
whether to give a preference in any specific
case will be at the discretion of the con-
tractor. However, the contractor agrees that
the Federal agency may review the contrac-
tor’s licensing program and decisions regard-
ing small business applicants, and the con-
tractor will negotiate changes to its licensing
policies, procedures, or practices with the
Federal agency when the Federal agency’s re-
view discloses that the contractor could take
reasonable steps to implement more effec-
tively the requirements of this paragraph
(k)(4). In accordance with 37 CFR 401.7, the
Federal agency or the contractor may request
that the Secretary review the contractor’s li-
censing program and decisions regarding
small business applicants.

(1) Communication

[Complete according to instructions at
§401.5(b)])

[62 FR 8554, Mar. 18, 1987, as amended at 69
FR 17301, Apr. 2, 2004; 83 FR 15961, Apr. 13,
2018]

§401.15 Deferred determinations.

(a) This section applies to requests
for greater rights in subject inventions
made by contractors when deferred de-
termination provisions were included
in the funding agreement because one
of the exceptions at §401.3(a) was ap-
plied, except that the Department of
Energy is authorized to process de-
ferred determinations either in accord-
ance with its waiver regulations or this
section. A contractor requesting great-
er rights should include with its re-
quest information on its plans and in-
tentions to bring the invention to prac-
tical application. Within 90 days after
receiving a request and supporting in-
formation, or sooner if a statutory bar
to patenting is imminent, the agency
should seek to make a determination.
In any event, if a bar to patenting is
imminent, unless the agency plans to
file on its own, it shall authorize the
contractor to file a patent application
pending a determination by the agen-
cy. Such a filing shall normally be at
the contractor’s own risk and expense.
However, if the agency subsequently
refuses to allow the contractor to re-

37 CFR Ch. IV (7-1-18 Edition)

tain title and elects to proceed with
the patent application under govern-
ment ownership, it shall reimburse the
contractor for the cost of preparing
and filing the patent application.

(b) If the circumstances of concerns
which originally led the agency to in-
voke an exception under §401.3(a) are
not applicable to the actual subject in-
vention or are no longer valid because
of subsequent events, the agency
should allow the contractor to retain
title to the invention on the same con-
ditions as would have applied if the
standard clause at §401.14 had been
used originally, unless it has been 1li-
censed.

(c) If paragraph (b) is not applicable
the agency shall make its determina-
tion based on an assessment whether
its own plans regarding the invention
will better promote the policies and ob-
jectives of 35 U.S.C. 200 than will con-
tractor ownership of the invention.
Moreover, if the agency is concerned
only about specific uses or applications
of the invention, it shall consider leav-
ing title in the contractor with addi-
tional conditions imposed upon the
contractor’s use of the invention for
such applications or with expanded
government license rights in such ap-
plications.

(d) A determination not to allow the
contractor to retain title to a subject
invention or to restrict or condition its
title with conditions differing from
those in the clause at §401.14, unless
made by the head of the agency, shall
be appealable by the contractor to an
agency official at a level above the per-
son who made the determination. This
appeal shall be subject to the proce-
dures applicable to appeals under
§401.11.

[62 FR 8554, Mar. 18, 1987, as amended at 83
FR 15963, Apr. 13, 2018]

§401.16 Electronic filing.

Unless otherwise requested or di-
rected by the agency,

(a) The written report required in
(c)(1) of the standard clause in §401.14
shall be electronically filed;

(b) The written election required in
(c)(2) of the standard clause in §401.14
shall be electronically filed; and

(c) The close-out report in paragraph
(f)(1) and the information identified in
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NIST, Commerce

paragraphs (f)(2) and (3) of §401.5 shall
be electronically filed.

(d) Other written notices required in
the clause in §401.14 may be electroni-
cally delivered to the agency or the
contractor through an electronic data-
base used for reporting subject inven-
tions, patents, and utilization reports
to the funding agency.

[60 FR 41812, Aug. 14, 1995, as amended at 83
FR 15963, Apr. 13, 2018]

§401.17 Submissions and inquiries.

All submissions or inquiries should
be directed to the Chief Counsel for
NIST, National Institute of Standards
and Technology, 100 Bureau Drive, Mail

Stop 1052, Gaithersburg, Maryland
20899-1052; telephone: (301) 975-2803;
email: nistcounsel@nist.gov. Informa-

tion about and procedures for elec-
tronic filing under this part are avail-
able at the Interagency Edison website

and service center, http://
www.iedison.gov, telephone (301) 435-
1986.

[83 FR 15963, Apr. 13, 2018]

PART 404—LICENSING OF GOV-
ERNMENT-OWNED INVENTIONS

Sec.
404.1
404.2
404.3

Scope of part.

Policy and objective.

Definitions.

404.4 Authority to grant licenses.

404.5 Restrictions and conditions on all li-
censes granted under this part.

404.6 Nonexclusive licenses.

404.7 Exclusive, co-exclusive and partially
exclusive licenses.

404.8 Application for a license.

404.9 [Reserved]

404.10 Modification and termination of 1li-
censes.

404.11 Appeals.

404.12 Protection and administration of in-
ventions.

404.13 Transfer of custody.

404.14 Confidentiality of information.

AUTHORITY: 35 U.S.C. 207-209, DOO 30-2A.

SOURCE: 50 FR 9802, Mar. 12, 1985, unless
otherwise noted.

§404.1 Scope of part.

This part prescribes the terms, condi-
tions, and procedures upon which a fed-
erally owned invention, other than an
invention in the custody of the Ten-
nessee Valley Authority, may be li-

§404.3

censed. This part does not affect li-
censes which:

(a) Were in effect prior to April 7,
2006;

(b) May exist at the time of the Gov-
ernment’s acquisition of title to the in-
vention, including those resulting from
the allocation of rights to inventions
made under Government research and
development contracts;

(c) Are the result of an authorized ex-
change of rights in the settlement of
patent disputes, including inter-
ferences; or

(d) Are otherwise authorized by law
or treaty, including 35 U.S.C. 202(e), 35
U.S.C. 207(a)(3) and 15 U.S.C. 3710a,
which also may authorize the assign-
ment of inventions. Although licenses
on inventions made under a coopera-
tive research and development agree-
ment (CRADA) are not subject to this
regulation, agencies are encouraged to
apply the same policies and use similar
terms when appropriate. Similarly,
this should be done for licenses granted
under inventions where the agency has
acquired rights pursuant to 35 U.S.C.
207(a)(3).

[71 FR 11512, Mar. 8, 2006]

§404.2 Policy and objective.

It is the policy and objective of this
subpart to use the patent system to
promote the utilization of inventions
arising from federally supported re-
search or development.

§404.3 Definitions.

(a) Government owned invention means
an invention, whether or not covered
by a patent or patent application, or
discovery which is or may be patent-
able or otherwise protectable under
Title 35, the Plant Variety Protection
Act (7 U.S.C. 2321 et seq.) or foreign pat-
ent law, owned in whole or in part by
the United States Government.

(b) Federal agency means an executive
department, military department, Gov-
ernment corporation, or independent
establishment, except the Tennessee
Valley Authority, which has custody of
a federally owned invention.

(c) Small business firm means a small
business concern as defined in section 2
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